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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
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closed in accordance with the practice under Ex parte Quayle t 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 4/30/07 has been entered. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being obvious over EP 1 020 501 in 
view of Liu et al. and/or Ina et al. and further in view of Taira et al. (2 1 6). 

The EP reference teaches in sections [0047]-[0057], a polishing slurry for a 
semiconductor or other substrates (silicon, silicon dioxide or a Ni-P plated aluminum alloy 
substrate (see section [0077], [0091] and [0094]), comprising a combination of inorganic 
particles (silica, etc.) and polymer particles (thermoplastic resin). The polymer particles and 
inorganic particles have a size of at least 0.01 urn and the inorganic particles are smaller than the 
polymer particles. The ratio of the mean particle size of the polymer particles to the mean 
particle size of the inorganic particles is 0.01-0.95. The content of both particles is also defined. 

Liu et al. teach in column 6, lines 62+ beneficial reasons to use colloidal abrasives. 

Ina et al. teach in column 8, lines 54+ beneficial reasons to use colloidal abrasives. 

Taira et al. (216) teaches in column 11, lines 1-18, that polishing composition are known 
to have a pH of 2-12 (for any substrate) and said pH is dependent on the substrate to be polished. 
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It is farther stated that when semiconductors are polished, the pH of a polishing composition is 
known to be preferably 7-12. 

The primary reference teaches a polishing slurry (bi-modal) which reads on the instant 
claims in view of the teaching of the individual particle sizes and the ratio of the mean particle 
size of the polymer particles to the mean particle size of the inorganic particles. The size ranges 
disclosed by the primary reference encompasses values which meet the claimed formula. In 
view of this, the claimed formula and therefore subject matter of claims 1, 2, 4, and 7-10 would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
have selected the overlapping portion of the range disclosed by the reference because 
overlapping ranges have been held to be a prima facie case of obviousness, see In re Malagar^ 
182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 1976). With respect to the colloidal 
silica limitation, the use of colloidal silica would have been obvious because both Liu et al. and 
Ina et al. teach beneficial reasons to use this material, thus one skilled in the art would have 
found it obvious to use this silica form in view of the beneficial reasons defined by these 
references. With respect to the limitation of claim 3, it is the examiners position that the 
polymers defined by this reference will have the claimed glass transition temperature absent 
evidence to the contrary. With respect to the limitations of claim 5, since the particles are 
independent of one another, they must have the same zeta potential sign. With respect to the 
limitation of claim 6, the reference defines amounts for the inorganic and organic particles and 
although a ratio is not specifically defined, the claimed ratio is broadly encompassed by the 
reference defining a mixture. Finally, with respect to the pH, the primary reference states that the 
composition is used to polish semiconductor substrate and since it is known that the pH of the 
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composition is dependent on the substrate to be polished (see page 1 8, lines 12+ of the instant 
specification and the teachings in Taira et al. in column 11, lines 1-4), one skilled in the art 
would have appreciated and thus found the claimed pH obvious in the composition according to 
EP 1 020 501 because polishing compositions for semiconductors are known to have this pH, as 
shown by Taira et al. With respect to the pH of the composition for polishing aluminum alloy 
substrate plated with Ni-P, Taira et al. defines that the pH of a polishing composition for this can 
be 2-12, thus one skilled in the art would have appreciated and thus found the claimed pH 
obvious in the composition according to EP 1 020 501 because polishing compositions for this 
material are known to have this pH, as shown by Taira et al. The EP reference does not define a 
pH, thus the skilled artisan would appreciated that the composition can be made to have any 
known pH value for the applications sought. 

. Applicant's arguments with respect to all the claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 

1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions oi^access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1^9^7toll-free). 

5/07 Michael A Marcheschi 

MM Primary Examiner 

Art Unit 1755 



